The following is material presented at the January 14 Patents and Pizza seminar and is intended as a simplified primer on patent law basics for general background information only.  The APL Office of Patent Counsel or a patent attorney should be consulted to provide counsel on specific issues.
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What Can You Patent?

•
New and useful

•
Process, machine, manufacture, or composition of matter

· genetically engineered mouse

· algorithms

· method of doing business

· Not: F = ma or a2 + b2 = c2
· “anything under the sun that is made by man”

•
Not obvious to one of ordinary skill in the art at the time the invention was made

New??

(in the U.S.) (simplified)

An invention is new if it is not:

(a) known or used or described in a printed publication before the date of invention

(b) patented or described in a printed publication or on sale or in public use more than one year before the filing date of the patent

(c) abandoned

(d) patented in a foreign country more than one year ago

(e) described in a patent filed by another in the U.S. before the date of invention

(f) filed by someone who is not the inventor

(g) before the date of invention, was invented by another who did not suppress, abandon or conceal

What Do You File?

•
Patent application must include a written description of the invention

•
Must describe the “best mode” of practicing the invention

•
Written description must enable one of ordinary skill in the art to make and use the invention

•
Ends with one or more claims which claim the subject matter the applicant regards as his invention

Before You Publish

•
Publish means actually out in print, not just when an article is submitted

•
Make sure you have a patent application on file that covers the subject matter of the patent; or

•
file a patent application

•
One-year grace period in U.S.

•
No grace period for Europe, Japan, most countries

•
Same rules apply to public disclosures, sales

Before You Disclose

•
Nonpublic disclosure

•
E.g., potential investors, manufacturers, potential employees

•
Confidentiality Agreement

•
In writing, signed by everyoe to whom you disclose

•
Must define what is confidential, what is not

When Should You Submit
an Invention Disclosure?

•
When you have a complete conception of the invention

•
Best if the development of the invention is documented in a laboratory notebook

•
Keep track of any possible “statutory bars”—dates of publications, sales, public disclosures

•
Submit a more complete disclosure when you have an enabling description of the invention

Patent Applications

•
Provisional applications

•
Nonprovisional applications

· Regular utility applications

· Design applications

· Plant patents

•
Continuation applications, divisional applications

•
Continuation-in-part applications

•
Reissue applications

Why File a Provisional?

•
$150 filing fee

•
No claims needed

•
Preserves your priority date for one year

•
Must file a regular application within one year, or you lose the priority date

•
Must meet the other requirements—enabling disclosure of the invention

•
Best mode must be updated when you file the regular application

Date of Invention

•
Need to prove with evidence beyond the inventors’ testimony

•
Laboratory notebook is the classic way to do it

•
Numbered, bound pages

•
Ideally, each page is signed by the inventor and by a noninventor witness who understands what’s on the page

After You File

•
Inventor and patent attorney and anyone else substantially involved in the project must disclose to the USPTO all the prior art they know

•
Failure to comply renders the patent unenforceable

•
Cannot get an injunction or damages

•
Applied to all patents in a chain of patents

After the Patent Issues

•
License the patent + related know-how

•
All licensees who make products covered by the patent must mark the product with the number of the patent

•
Can go to court to enforce the patent, i.e., get an injunction or damages

